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DETAILED ACTION 
Claim Rejections - 35 USC §112 

1 . The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 1 and 5-10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. 

Regarding claim 1: 

The subject matter that was not described in the specification is "if the measured 
focus error is above a constant value, detecting the optical disc as a fashion disc type 
having diameters of 8 cm." 

In the specification, if the focus error is above a constant value, the optical disc is 
detected as a 12 cm disc. If the focus error is below the value, it is detected as an 8 cm 
disc. The claim is opposite the specification. 

See, for example, Fig. 3: in step 312, the apparatus asks if the focus error is 
greater than the value. If the answer is no, it moves to step 313, determining it as a 
fashion disc. Therefore if the focus error is below the value, it detects it as a fashion disc 
type having diameters of 8 cm. 

See also paragraphs 36 and 37 of the specification. 
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Since the claim is now the reverse of the specification as originally filed, one 
skilled in the art would not conclude that the inventor had possession of the claimed 
invention at the time the invention was filed. 

Regarding claims 5-10: 

They are dependent on claim 1 . 
3. Claims 1 and 5-10 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the enablement requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to enable one skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and/or use the 
invention. 

Regarding claim 1: 

As noted in the previous rejection, the claim contains subject matter that 
contradicts the specification. 

The claim recites "moving the pickup to a periphery area and measuring the 
focus error; and if the measured focus error is above a constant value, detecting the 
optical disc as a fashion disc type having diameters of 8 cm." 

The purpose of measuring the focus error is to determine if there is a disc below 
the pickup. Since the claim requires the pickup to have moved to a periphery area, the 
purpose of this test is to distinguish between 12 cm and 8 cm discs. If it is a 12 cm disc, 
there is a disc below the pickup, and if it is an 8 cm disc, there is no disc below the 
pickup. 
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If there is a disc below the pickup, the focus error is high. If there is no disc, the 
focus error is low. 

However, the claim requires that if the focus error is above a constant value, 
detecting the disc as an 8 cm disc. This doesn't make sense. If the focus error is above 
the value, there is a disc below the pickup, and therefore the disc cannot be an 8 cm 
disc. 

Thus one skilled in the art would be unable to make and/or use an invention that 
detects the optical disc as an 8 cm disc when the focus error in the periphery is above a 
constant value. 

Regarding claims 5-10: 

They are dependent on claim 1 . 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

5. Claims 1 and 5-10 rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

This rejection has been repeated from the previous office action. 
Regarding claim 1 : 

The claim reads "if the measured focus error is above a constant value, detecting 
the optical disc as a fashion disc type having diameters of 8 cm." 

This is opposite the disclosure. In the specification, if the measured focus error is 
above a constant value, the optical disc is detected as a 12 cm disc. If the measured 
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focus error is below the constant value, it is detected as a fashion disc. See paragraphs 
36-37 of the specification. 

Therefore this claim is rejected as not distinctly claiming the subject matter which 
applicant regards as the invention: the claim is opposite the invention. 

Regarding claims 5-10: 

They are dependent on claim 1 . 

Response to Arguments 
6. Applicant's arguments filed June 5 th , 2007, regarding claims 1 and 5-10 have 
been fully considered. 

With regards to the 35 U.S.C. 112, first paragraph, rejections directed toward the 
"non-circular shape," Applicant's arguments are persuasive: since Applicant has 
amended to remove the recitation of detecting a "non-circular shape" from the claims, 
the previous rejections have been withdrawn. However, the claims are now being 
rejected under 35 U.S.C. 112, first paragraph for new reasons, as discussed above. 

With regards to the 35 U.S.C. 112, second paragraph, rejection. There were two 
rejections: one related to the "non-circular shape," which has been withdrawn, and one 
related to detecting the fashion disc if the measured focus error is above the value. 

With regards to that second rejection, Applicant's arguments are not persuasive. 
Applicant argues that the subject matter is disclosed in paragraph 22 of the 
specification, and that paragraphs 36-37 relate to operations not claimed. 

This does not appear to be true. Paragraph 22 does not disclose the claimed 
subject matter. Paragraphs 36 and 37 directly describe the claimed subject matter. 
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Paragraph 22 is a description of Figure 3. In it, it describes "detecting a focus 
error (FE) signal while moving a focus lens up and down (OPERATION 310), storing a 
peak-to-peak value X of the FE signal (OPERATION 311), determining whether the 
value X is above a reference value (OPERATION 312), determining the type of the 
optical disc as an 8 cm fashion disc (OPERATION 313)." 

Although the paragraph describes both determining whether the focus error is 
above a reference value and determining the type of disc as an 8 cm disc, it does not 
actually state that it determines it as an 8 cm disc if the value is above the reference 
value. 

Looking at the figure that paragraph 22 refers to, it is clear that the apparatus 
determines the disc as an 8 cm disc when the focus error is below the reference value. 
This is shown by the "NO" legend between steps 312 and 313. 

Additionally, it is overwhelming clear that paragraphs 36 and 37 describe the 
same subject matter as paragraph 22, except in more detail. See, for example, 
paragraph 37: "However, if the peak-to-peak value X of the FE signal is smaller than the 
reference value, the disc detection unit 205-2 determines-that the optical disc 200 is an 
8 cm fashion disc (OPERATION 313)." 

Operation 313 is the exact same step number referenced in paragraph 22: thus 
the two paragraphs are definitely describing the same operation. In that paragraph it 
clearly states that the disc is detected as an 8 cm disc when the focus value is smaller 
than the reference. This is opposite the claim. 
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Therefore Applicant's argument is not persuasive, and the 35 U.S.C. 112, second 
paragraph, rejection has been maintained. Furthermore, since Applicant's amendment 
now has Applicant detecting an 8 cm disc after a high focus error signal, several 35 
U.S.C. 112, first paragraph rejections have been made as discussed above. 

Conclusion 

7. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher R. Lamb whose telephone number is (571) 
272-5264. The examiner can normally be reached on 9:00 AM to 6:30 PM Monday to 
Friday. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, William Korzuch can be reached on (571) 272-7589. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

CRL 8/9/07 

/William R. Korzuch/ 
SPE, Art Unit 2627 



